
The Importance  
 of  

Trademarking



A TRADEMARK IS A SIGNIFICANT ASSET

A trademark not only becomes your company seal,  
but it is how consumers will relate to your goods or 

services.  
  
If you provide high quality goods and services for a reasonable 
price then customers will associate your company with positive 
feelings of value and trust, so the next time they see your 
trademark they will have positive connotations of both your 
brand and your products. 



A TRADEMARK CAN BE
• any word 
• slogan 
• symbol 
• design  
• sound 
• color 
• smell 
• combination of them 

that identifies the source of 
your goods and services  

and distinguishes them from the 
goods and services of another 

party.



LETTERS AND WORDS 

• Apple 

• IBM 

• NBC 

• Fila 



SLOGANS



SYMBOLS



COMBINATION OF LETTERS AND 
LOGOS



COLORS

Burberry Milka 



SOUNDS

Lion’s roar. The Tarzan yell,  
portrayed by actor Johnny 

Weissmuller in  
Tarzan the Ape Man (1932).



PRODUCT SHAPE

Coca Cola 
bottle

Apple iPod



SELECTING  
A  

TRADEMARK



Not all trademarks are created equal…



THE WEAKEST MARKS:  
GENERIC TRADEMARKS

These are common, everyday names  
for goods and services  

not registrable by 
themselves

Generic words 
 incapable of 

identifying the 
source 

• BICYCLE for bicycles. 
•  MILK for a dairy-based 

beverage.  



WEAK MARKS: 
DESCRIPTIVE TRADEMARKS

They don't distinguish  
the source of the goods and 

services  
from others.

Descriptive terms  
merely describe 

 a feature or quality  
of the goods and services. 

• CREAMY for yogurt. 
• THE ULTIMATE BIKE RACK 

for a bicycle rack.



Descriptive marks generally are not 
registrable  

without showing that a mark has,  
through long use, become a source identifier

An example of a 
descriptive 
trademark  
which has 

developed a 
secondary meaning 

For televisions.



NEUTRAL/STRONG MARKS: 
SUGGESTIVE TRADEMARKS

Suggestive marks 
suggest 

qualities or 
characteristics  
of the goods 
and services, 
without actually 
describing them.

Suggestive of 
software for 

microcomputers



STRONG MARKS: 
ARBITRARY TRADEMARKS

Arbitrary marks  
are actual words with a 

known meaning,  
but the words have 
no association or 
relationship with 

the identified 
goods and services.

Diesel 
for 

clothes
.

Apple 
 for 

computers
.



STRONG MARKS: 
FANCIFUL TRADEMARKS

Fanciful marks 
are  

invented 
words 
with no 

dictionary 
definition or 
other known 

meaning. 



ARBITRARY AND FANCIFUL 
TRADEMARKS

Easiest types of marks to protect

•  Inherently distinctive 
•  Immediately function as source identifiers

Typically creative or unusual,  
it is less likely that other parties are using 

them  
for related goods and services.



SELECT A MARK THAT IS INHERENTLY 
STRONG

BUT REMEMBER  

EVEN HOT MARKS CAN COOL OVER TIME 
 AND MAY EVEN BECOME GENERIC.

Inherently strong trademarks are not invincable 
and can be weaked. Indeed, if the owners fail to 
police the marks or misuse the marks themselves, 

they 
can loose their source indentifying power  

and become generic in the USA.



GENERICIZED TRADEMARKS

The popularity of the 
product has led to the 

use of its name to 
refer to any facial 

tissue, regardless of 
the brand.

It was declared a 
genericized trademark in 
the U.S. in 1963, since 

then it has been 
colloquially synonymous 
with vacuum flasks in 

general. 



PROTECTING  
A  

TRADEMARK



In the US,  

trademark rights are created through 
use of your mark in commerce 

and not through registration.   

These use-based rights are known as “common-law” rights,  
but they are limited, often to a particular geographic area.  



To enjoy the nationwide rights  
offered by a federal trademark registration, 

 you must file an application  
and receive a registration from the 

USPTO.  



Individual states 
also offer trademark registration,  

but any protection granted  
is limited to that state.



BENEFITS OF TRADEMARK  
FEDERAL REGISTRATION

• Legal presumption that you are the owner of the mark. 

• Legal presumption of the exclusive right to use your mark 
nationwide with the goods and services that are identified in 
your registration.



• Right to bring legal action concerning the registered mark in a 
federal court. 

• It puts the public on notice that you are the owner of the mark. 

• Ability to record your trademark with U.S. Customs and Border 
Protection, that will prevent importation of infringing or 
counterfeit foreign goods.

BENEFITS OF TRADEMARK  
FEDERAL REGISTRATION



BENEFITS OF TRADEMARK  
FEDERAL REGISTRATION

• The existence of your mark in the USPTO database can help 
others avoid selecting a mark that is too similar to yours.  

• Ability to use your U.S. trademark registration as a basis for 
applying for a trademark registration in many foreign 
countries.  

• Right to use the ® symbol with your mark .



BEFORE STARTING  
A FEDERAL REGISTRATION



DO A  
TRADEMARK 

CLEARANCE SEARCH

Do a trademark clearance search,  
looking for use of marks similar to yours,  
with goods and services related to yours.



http://tmsearch.uspto.gov/



Correctly identify 
your goods and services 

Identify clearly  
the precise goods and/or services  

to which the mark will apply.  



Trademark 
Goods and 
Services 

 Class Codes 



In some cases two identical marks can co-exist:  

so long as the goods and services  
are unrelated,  

there is no likelihood of confusion.  



FILING  
YOUR  

APPLICATION



FILING YOUR APPLICATION ONLINE

The Trademark Electronic Application System (TEAS)  
allows you to fill out an application form,  

and then submit the application  
directly to the USPTO over the Internet.



COSTS
You must decide which application filing option to use: 
• TEAS Plus, 
• TEAS Reduced Fee (TEAS RF) 
• or TEAS Regular. 

TEAS 
REGULAR 

$400 per class 
of goods or 

services

TEAS 
REDUCED 

FEE

$275 per class of 
goods or services

TEAS PLUS

$225 per class of 
goods or services  



WILL YOU NEED AN ATTORNEY?  

Although not required,  
most applicants use private trademark attorneys for legal advice 

regarding:  
• use of their trademark 
• filing an application,  
• and the likelihood of success in the registration process, since 

not all applications proceed to registration.  

A private trademark attorney may help you to avoid many 
potential pitfalls.



IF USPTO  
REGISTERS  

YOUR MARK

If USPTO registers your mark,  
it doesn’t mean it won’t be challenged later on  

by another party.  



MANTAIN YOUR REGISTRATION: 
PROTECTING YOUR RIGHTS

You are responsible for enforcing your rights  
if you receive a registration,  

because the USPTO does not "police" the use of marks. 

The USPTO attempts to ensure 
that no other party receives a 
federal registration for an 
identical or similar mark for or 
as applied to related goods/
services.

The owner of a registration is 
responsible for bringing any 
legal action to stop a party 
from using an infringing 
mark.  



THANK YOU  
 FOR YOUR ATTENTION!



Good Counsel is dedicated to providing 
affordable access to legal advocacy to social 
entrepreneurs and new and emerging 
nonprofits. 
We see ourselves as a nonprofit for nonprofits, 
committed to protecting start ups by providing 
education, consulting, and counseling to leaders 
in the sector, helping them understand 
compliance requirements, protect their I.P. 
interests, and provide contract, employment, 
privacy, and other services.https://

www.goodcounselinc.org/ 
718-598-3481  

facebook.com/
GoodCounselLegalServices

elizabeth@goodcounselinc.
org 

alessiaasaro@gmail.com 


